
PTO/SB/21 (02-04) 
Approved for use through 07/31/2006. OMB 0651-0031 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 



Under the Paoerw^rkNe^^k^AlkftnPiQQfi nn npn?nn< 


are reouirpd to resoond to a col lectio 


n of information unlp^Q it di^nlax/Q a valid OMR mntrnl mimhpr 


TRANSMITTAL 
FORM 

(to be used for all correspondence after initial filing) 


Application Number 


10/015,267 ~N 


Filing Date 


12/12/2001 


First Named Inventor 


Michael Wayne Brown 


Art Unit 


2645 


Examiner Name 


Elahee, MD S 


\_ Total Number of Pages in This Submission 


43+ 


Attorney Docket Number 


AUS920010821US1 J 



ENCLOSURES (Check all that apply) 



□ 
□ 

□ 
□ 
□ 

□ 
□ 



Fee Transmittal Form 

EZI Fee Attached 
Amendment/Reply 
After Final 
I I Affidavits/declaration(s) 
Extension of Time Request 
Express Abandonment Request 
Information Disclosure Statement 

Certified Copy of Priority 
Document(s) 

Response to Missing Parts/ 
Incomplete Application 

□ Response to Missing Parts 
under 37CFR1.52 or 1.53 



□ 
□ 
□ 
□ 
□ 
□ 
□ 
□ 

| Remarks' 



Drawing(s) 

Licensing-related Papers 
Petition 

Petition to Convert to a 
Provisional Application 
Power of Attorney, Revocation 
Change of Correspondence Address 

Terminal Disclaimer 
Request for Refund 
CD, Number of CD(s) 



□ 
0 

(71 



□ 
□ 
0 



After Allowance communication 
to Technology Center (TC) 

Appeal Communication to Board 
of Appeals and Interferences 
Appeal Communication to TC 
(Appeal Notice, Brief, Reply Brief) 

Proprietary Information 



Status Letter 

Other Enclosure(s) (please 
Identify below): 

Copies of 7 References 



The Comissioner is authorized to charge or credit Deposit Account No. 09-0447. 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm 
or 

Individual name 



Signature 



Date 



H. Artoush Ohanian 
Reg. No. 46,022 




April 1,2005 





r 


CERTIFICATE OF TRANSMISSION/MAILING 






I hereby certify that this correspondence is being facsimile transmitted to the USPTO or deposited with the United States Postal Service with 
sufficient postage as first class mail in an envelope addressed to: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450 on 
the date shown below. 


Typed or printed name 


Catherine Berglund / 


^Signature 




Date 


April 1,2005 J 



This collection of information is required by 37 CFR 1.5. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to 
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to 2 hours to complete, including 
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the 
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and 
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2. 




AUS9200 10821 US 1 
APPEAL BRIEF 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: 
Michael Wayne Brown, et al. 

Serial No.: 10/015,267 

Filed: December 12, 2001 

Title: Origin Device Based Callee 
Identification 



§ 

§ Group Art Unit: 2645 

§ 

§ Examiner: Elahee, MD S. 
§ 

§ Atty Docket No.: AUS9200 10821 US 1 



Mail Stop: Appeal Brief-Patents 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 



CERTIFICATE OF TRANSMISSION/MAILING 

I hereby certify that this correspondence is being facsimile transmitted to the 
USPTO at 703-872-9306 or deposited with the United States Postal Service 
with sufficient postage as first class mail in an envelope addressed to: 
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Honorable Commissioner: 



This is an Appeal Brief filed pursuant to 37 CFR § 41.37 in response to the Non-Final 
Office Action of November 3, 2004, and pursuant to the Notice of Appeal filed February 
3, 2005. 



REAL PARTY IN INTEREST 



The real party in interest is the patent assignee, International Business Machines 
Corporation ("IBM"), a New York corporation having a place of business at Armonk, 
New York 10504. 
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RELATED APPEALS AND INTERFERENCES 

There are no related appeals or interferences. 

STATUS OF CLAIMS 

Claims 1-30 and 40-52 are pending in the case. Claim 31-39 were previously withdrawn. 
All pending claims are on appeal. 

STATUS OF AMENDMENTS 

No amendments have been submitted after receipt of Office Action dated November 3, 
2004. The claims as currently presented are included in the Appendix of Claims that 
accompanies this Appeal Brief. 

SUMMARY OF CLAIMED SUBJECT MATTER 

Applicants provide the following concise summary of the claimed subject matter 
according to 37 CFR§ 41.37(c)(l)(v), including references to specification by page and 
line number and to the drawings if any, by reference characters. 

Methods, systems, and products are disclosed for identifying a particular callee, including 
detecting (SI 2 at Figure 4), at an origin device (reference 40 at Figure 2), a voice 
utterance of a callee from a destination device (reference 44 at Figure 2); and identifying 
(S13, S15, and S23 at Figure 4), at said origin device (reference 40 at Figure 2), a callee 
identity associated with said voice utterance, such that said callee identity is transmittable 
as an authenticated identity of said callee for a call described, for example, with reference 
to Figure 2 at pages 24-28 and Figure 4 at pages 30-35. 
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Typical embodiments include prompting (SI 1 at Figure 4) said callee, from said origin 
device (reference 40 at Figure 2), to provide said voice utterance described, for example, 
with reference to Figure 2 at pages 24-28 and Figure 4 at pages 30-35. 

All such references to the specification identify descriptions and discussions that are part 
of the detailed descriptions of exemplary embodiments of the present invention in the 
present application. Such descriptions and discussions are not limitations of the claims in 
the present application. The only limitations of the claims are set forth in the claims 
themselves. 

GROUNDS FOR OBJECTIONS 

Claims 8, 19, and 30 stand objected to for lacking antecedent basis. The Office Action 
states: 

"Claims 8, 19 and 30 are objected to because of the following 
informalities: regarding claims 8, 19 and 30, the limitation 'said 
destination device is enabled to adjust output according to said identifier 
for said preferred callee' lacks antecedent basis. The limitation is not 
disclosed in the original specification. Appropriate correction is 
required." 

Applicants traverse the objection. There is no requirement that the words in a claim 
match those used in the specification disclosure. "The mere fact that a term or phrase 
used in the claim has no antecedent basis in the specification disclosure does not mean, 
necessarily, that the term or phrase is indefinite. . . Applicants are given a great deal of 
latitude in how they choose to define their invention so long as the terms and phrases 
used define the invention with a reasonable degree of clarity and precision." Manual of 
Patent Examining Procedure §2173. 95(e). 



The objection does not provide reasoning for why in the case of claims 8, 19, and 30, the 
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words of the claims must exactly match used earlier in the specification disclosure. 
Claims 8, 19, and 30 are clear and precise in light of the 'Detailed Description of the 
Preferred Embodiment' section of the instant application in which destination devices 
enabled to adjust output according to identifiers of preferred callees are discussed, for 
example, at page 26, lines 14- 28, page 30, lines 7-21; page 31, line 21 - page 32, line 16, 
and page 34, line 11- 16. Claims 9, 19, and 30 are clear and definite as written and the 
objection should be withdrawn. 

GROUNDS OF REJECTION 

Claims 1, 4, 11, 12, 15, 22, 26, 50 and 51 stand rejected under 35 U.S.C § 102(e) as being 
anticipated by Gallick (U.S. Patent No. 6,678,359). Claims 2, 8, 13, 19, 24, and 30 stand 
rejected under 35 U.S.C § 103(a) as being unpatentable over Gallick (U.S. Patent No. 
6,678,359) in view of Bartholomew (U.S. Patent No. 6,167,119). Claims 3, 14 and 25 
stand rejected under 35 U.S.C § 103(a) as being unpatentable over Gallick (U.S. Patent 
No. 6,678,359) in view of McAllister (U.S. Patent No. 6,101,242). Claims 5, 6, 16, 17, 
27 and 28 stand rejected under 35 U.S.C § 103(a) as being unpatentable over Gallick 
(U.S. Patent No. 6,678,359) in view of Timonen (U.S. Pub. No. 2002/0058494). Claims 
7, 18 and 29 stand rejected under 35 U.S.C § 103(a) as being unpatentable over Gallick 
(U.S. Patent No. 6,678,359) in view of Silverman (U.S. Patent No. 5,875,240). Claims 9 
and 20 stand rejected under 35 U.S.C § 103(a) as being unpatentable over Gallick (U.S. 
Patent No. 6,678,359) in view of Baker (U.S. Patent No. 5,533,109). Claims 10, 21, 40, 
41, 43-46, 48, 49 and 52 stand rejected under 35 U.S.C § 103(a) as being unpatentable 
over Gallick (U.S. Patent No. 6,678,359) in view of Kobayashi (U.S. Patent No. 
6,765,995). 

ARGUMENT 

REJECTION UNDER 35 U.S.C § 102(e) OVER GALLICK 

Claims 1, 4, 11, 12, 15, 22, 23, 26, 50, and 51 stand rejected under 35 U.S.C § 102(e) as 
being anticipated by Gallick (U.S. Patent No. 6,678,359). To anticipate under 35 U.S.C. 
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§ 102(e), two basic requirements must be met. The first requirement of anticipation is 
that Gallick must disclose each and every element as set forth in Applicants' claims. The 
second requirement of anticipation is that Gallick must enable Applicants' claims. 
Gallick does not meet either requirement and therefore does not anticipate Applicants' 
claims. 

Gallick Does Not Disclose Each and 
Every Element of Applicants' Claims 

"A claim is anticipated only if each and every element as set forth in the claim is 
found, either expressly or inherently described, in a single prior art reference." 
Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 
1051, 1053 (Fed. Cir. 1987). Independent claim 1 claims: 

A method for identifying a particular callee, said method comprising: 

detecting, at an origin device, a voice utterance of a callee from a 
destination device; 

identifying, at said origin device, a callee identity associated with said 
voice utterance, such that said callee identity is transmittable as an 
authenticated identity of said callee for a call. 

The Office Action states that Gallick discloses detecting, at an origin device, a voice 
utterance of a callee from a destination device and identifying, at said origin device, a 
callee identity associated with said voice utterance, such that said callee identity is 
transmittable as an authenticated identity of said callee for a call as claimed in claim 1 at 
Figure 1, Figure 6, column 3, lines 12-53, column 6, lines 3-14, 27-59, and column 7, 
lines 1-6. These cited portions of Gallick, however, do not teach all the elements for 
which they are cited and in fact demonstrate that Gallick teaches away from Applicants' 
claims. 
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Beginning with Figure 1 , the Office Action argues that the feature server of Gallick as 
illustrated in Figure 1 is an 'origin device' as claimed in claim 1 in the present 
application. Office Action Dated November 3, 2004, page 3. Figure 1 of Gallick 
actually demonstrates that the VoIP Feature server (reference 160 on Figure 1) is not an 
origin device by showing the VoIP Feature server as distinct from both the VoIP 
softphones (reference 140 and 141 on Figure 1) and the VoIP telephone (reference 142 on 
Figure 1). Figure 1 therefore does not disclose a method for identifying a particular 
callee that includes detecting, at an origin device, a voice utterance of a callee from a 
destination device; and identifying, at said origin device, a callee identity associated with 
said voice utterance, such that said callee identity is transmittable as an authenticated 
identity of said callee for a call as claimed in claim 1 in the present application. 

Figure 6 of Gallick actually shows the Feature server receiving from the calling 
subscriber a call setup message and sending the called subscriber the call setup message. 
Figure 6 also demonstrates that the Feature server is not an 'origin device' as claimed in 
claim 1. Figure 6 therefore does not disclose a method for identifying a particular callee 
that includes detecting, at an origin device, a voice utterance of a callee from a 
destination device; and identifying, at said origin device, a callee identity associated with 
said voice utterance, such that said callee identity is transmittable as an authenticated 
identity of said callee for a call as claimed in claim 1 in the present application. 

Column 3, lines 12-53 of Gallick discusses a GUI screen (reference 460 on Figure 4) 
displayed to a called party making no mention of 'identifying, at said origin device, a 
callee identity' as claimed in claim 1. Column 3, lines 42-53 discusses a capturing and 
analyzing the first utterances of the called party, but makes no mention whether capturing 
and analyzing the utterances is carried out by a VoIP softphone, VoIP telephone, or 
Feature server. Column 3, lines 12-53 of Gallick therefore does not disclose a method for 
identifying a particular callee that includes detecting, at an origin device, a voice 
utterance of a callee from a destination device; and identifying, at said origin device, a 
callee identity associated with said voice utterance, such that said callee identity is 
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transmittable as an authenticated identity of said callee for a call as claimed in claim 1 in 
the present application. 

Column 6, lines 3-14 and lines 27-59 actually teaches away from claim 1 describing a 
local voice identification recognizer located on a personal computer or server on the 
network where the destination softphone resides. Column 6, lines 3-14 and lines 27-59 of 
Gallick therefore teaches away from a method for identifying a particular callee that 
includes detecting, at an origin device, a voice utterance of a callee from a destination 
device; and identifying, at said origin device, a callee identity associated with said voice 
utterance, such that said callee identity is transmittable as an authenticated identity of said 
callee for a call as claimed in claim 1 . 

Column 7, lines 1-6 describes transmitting called ID information to a calling telephone 
equipped with an Analog Display Services Interface. Column 7, lines 1-6 and lines 27-59 
of Gallick does not disclose a method for identifying a particular callee that includes 
detecting, at an origin device, a voice utterance of a callee from a destination device; and 
identifying, at said origin device, a callee identity associated with said voice utterance, 
such that said callee identity is transmittable as an authenticated identity of said callee for 
a call as claimed in claim 1 in the present application. 

Figure 1, Figure 6, column 3, lines 12-53, column 6, lines 3-14, 27-59, and column 7, 
lines 1-6 of Gallick-do not teach the elements of claim 1 as claimed in the present 
application for which they are cited and in fact demonstrate that Gallick teaches away 
from claim 1 . Gallick does not disclose detecting, at an origin device, a voice utterance 
of a callee from a destination device; and identifying, at said origin device, a callee 
identity associated with said voice utterance, such that said callee identity is transmittable 
as an authenticated identity of said callee for a call. Independent claim 1 is therefore 
patentable and should be allowed. 
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Dependent claims 4 and 1 1 depend from independent claim 1 and include all of the 
limitations of claim 1 . Because Gallick does not disclose each and every element of 
claim 1, Gallick does not disclose each and every element of claims 4 and 11. 

Independent claim 12 recites a system for identifying a particular callee and stands 
rejected for the same reasoning as claim 1. Claim 12 claims a system for identifying a 
particular callee comprising . . . means for detecting, at an origin device, a voice utterance 
of a callee from a destination device and means for identifying, at said origin device, a 
callee identity associated with said voice utterance, wherein said callee identity is 
transmittable as an authenticated identity of said callee for a call. As discussed above 
with reference to method claim 1, Gallick does not disclose these limitations and 
therefore cannot anticipate independent claim 12. Claim 12 is patentable and should be 
allowed. 

Dependent claims 15 and 22 depend from independent claim 12 and include all of the 
limitations of claim 12. Because Gallick does not disclose each and every element of 
claim 12, Gallick does not disclose each and every element of claims 15 and 22. 

Independent claim 23 recites a computer program product for identifying a particular 
callee and stands rejected for the same reasoning as claim 1 . Claim 23 claims a computer 
program product for identifying a particular callee comprising . . . means, recorded on a 
recording medium, for detecting a voice utterance of a callee from a destination device at 
an origin device and means, recorded on a recording medium, for identifyinga callee 
identity associated with said voice utterance, wherein said callee identity is transmittable 
as an authenticated identity of said callee for a call. As discussed above with reference to 
method claim 1, Gallick does not disclose these limitations and therefore cannot 
anticipate independent claim 23. Claim 23 is patentable and should be allowed. 

Dependent claim 26 depends from independent claim 23 and includes all of the 
limitations of claim 23. Because Gallick does not disclose each and every element of 
claim 23, Gallick does not disclose each and every element of claim 26. 
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Independent claim 50 recites a computer program product for identifying a callee and 
stands rejected for the same reasoning as claim 23 and claim 1 . Claim 50 claims a 
computer program product for identifying a callee comprising . . . means, recorded on a 
recording medium, for detecting a voice utterance of a callee at an origin device; means, 
recorded on said recording medium, for authenticating an identity of said callee from said 
voice utterance at said origin device; and means, recorded on the recording medium, for 
enabling output of said authenticated identity from said origin device, such that a caller 
accessing said origin device is informed of an identify of said callee. As discussed above 
with reference to method claim 1, Gallick does not disclose these limitations and 
therefore cannot anticipate independent claim 50. Claim 50 is patentable and should be 
allowed. 

Dependent claim 51 depends from independent claim 50 and includes all of the 
limitations of claim 50. Because Gallick does not disclose each and every element of 
claim 50, Gallick does not disclose each and every element of claim 51. 

Gallick Is Not An Enabling 
Disclosure of Applicants' Claims 

There are two required aspects of anticipation. Not only must Gallick disclose each and 
every element of the claims of the present invention within the meaning of Verdegaal in 
order to anticipate the claims, but Gallick must also be an enabling disclosure of the 
claims of the present invention within the meaning of In re Hoeksema. The Appellants' 
claims in Hoeksema were rejected because an earlier patent disclosed a close structural 
similarity to appellant's chemical compound. The court in Hoeksema stated: "We think 
it is sound law, consistent with the public policy underlying our patent law, that before 
any publication can amount to a statutory bar to the grant of a patent, its disclosure must 
be such that a skilled artisan could take its teachings in combination with his own 
knowledge of the particular art and be in possession of the invention." The meaning of 
Hoeksema for the present case is that to anticipate under 35 USC 102(e) Gallick must 
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place one of skill in the art in possession of Applicants' claims. 

Independent claim 1 claims: 

A method for identifying a particular callee, said method comprising: 

detecting, at an origin device, a voice utterance of a callee from a 
destination device; 

identifying, at said origin device, a callee identity associated with said 
voice utterance, such that said callee identity is transmittable as an 
authenticated identity of said callee for a call. 

The Office Action states that Gallick discloses detecting, at an origin device, a voice 
utterance of a callee from a destination device and identifying, at said origin device, a 
callee identity associated with said voice utterance, such that said callee identity is 
transmittable as an authenticated identity of said callee for a call as claimed in claim 1 at 
Figure 1, Figure 6, column 3, lines 12-53, column 6, lines 3-14, 27-59, and column 7, 
lines 1-6. These cited portions of Gallick, however, do not enable the elements for which 
they are cited by placing one of skill in the art in possession with the element for which 
they are cited. 

Beginning with Figure 1, the Office Action argues that the feature server of Gallick as 
illustrated in Figure 1 is an 'origin device' as claimed in claim 1 in the present 
application. Office Action Dated November 3, 2004, page 3. Figure 1 of Gallick 
actually demonstrates that the VoIP Feature server (reference 160 on Figure 1) is not an 
origin device by showing the VoIP Feature server as distinct from both the VoIP 
softphones (reference 140 and 141 on Figure 1) and the VoIP telephone (reference 142 on 
Figure 1). Figure 1 therefore does not place on of skill in the art in possession of a 
method for identifying a particular callee that includes detecting, at an origin device, a 
voice utterance of a callee from a destination device; and identifying, at said origin 
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device, a callee identity associated with said voice utterance, such that said callee identity 
is transmittable as an authenticated identity of said callee for a call as claimed in claim 1 
in the present application. Gallick therefore is not an enabling disclosure. 

Figure 6 of Gallick actually shows the feature server receiving from the calling subscriber 
a call setup message and sending the called subscriber the call setup message. Figure 6 
therefore also demonstrates that the feature server is not an 'origin device' as claimed in 
claim 1. Figure 6 therefore does not place one of skill in the art in possession of a 
method for identifying a particular callee that includes detecting, at an origin device, a 
voice utterance of a callee from a destination device; and identifying, at said origin 
device, a callee identity associated with said voice utterance, such that said callee identity 
is transmittable as an authenticated identity of said callee for a call as claimed in claim 1. 
Gallick therefore is not an enabling disclosure. 

Column 3, lines 12-53 of Gallick discusses a GUI screen (reference 460 on Figure 4) 
displayed to a called party making no mention of 'identifying, at said origin device, a 
callee identity' as claimed in claim 1. Column 3, lines 42-53 discusses a capturing and 
analyzing the first utterances of the called party, but makes no mention whether capturing 
and analyzing the utterances is carried out by a VoIP softphone, VoIP telephone, or 
feature server. Column 3, lines 12-53 of Gallick therefore does not place one of skill in 
the art in possession of a method for identifying a particular callee that includes 
detecting, at an origin device, a voice utterance of a callee from a destination device; and 
identifying, at said origin device, a callee identity associated with said voice utterance, 
such that said callee identity is transmittable as an authenticated identity of said callee for 
a call as claimed in claim 1 in the present application. Gallick therefore is not an 
enabling disclosure. 

Column 6, lines 3-14 and lines 27-59 actually teaches away from claim 1 describing a 
local voice identification recognizer located on a personal computer or server on the 
network where the destination softphone resides. Column 6, lines 3-14 and lines 27-59 of 
Gallick therefore does not place one of skill in the art in possession of a method for 
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identifying a particular callee that includes detecting, at an origin device, a voice 
utterance of a callee from a destination device; and identifying, at said origin device, a 
callee identity associated with said voice utterance, such that said callee identity is 
transmittable as an authenticated identity of said callee for a call as claimed in claim 1 in 
the present application. Gallick therefore is not an enabling disclosure. 

Column 7, lines 1-6 describes transmitting called ID information to a calling telephone 
equipped with an Analog Display Services Interface. Column 7, lines 1-6 and lines 27-59 
of Gallick does not place one of skill in the art in possession of a method for identifying a 
particular callee that includes detecting, at an origin device, a voice utterance of a callee 
from a destination device; and identifying, at said origin device, a callee identity 
associated with said voice utterance, such that said callee identity is transmittable as an 
authenticated identity of said callee for a call as claimed in claim 1. Gallick therefore is 
not an enabling disclosure. 

Figure 1, Figure 6, column 3, lines 12-53, column 6, lines 3-14, 27-59, and column 7, 
lines 1-6 of Gallick do not place on of skill in the art in possession of the elements of 
claim 1 for which they are cited and in fact demonstrate that Gallick is not an enabling 
disclosure of claim 1 . Independent claim 1 is therefore patentable and should be allowed. 

Independent claims 12, 23, and 50 recite systems and computer program products and 
stand rejected for the same reasoning as claim 1 . As discussed above with reference to 
method claim 1, Gallick does not place one of skill in the art in possession of the 
limitations of claims 12, 23, and 50 and therefore cannot enable or anticipate independent 
claims 12, 23, and 50. Claims 12, 23, and 50 are patentable and should be allowed. 

Dependent claims 4, 11, 15, 22, 26, and 51 depend from independent claims 12, 23, and 
50 respectively include all of the limitations of the claims from which they depend. 
Because Gallick does not place one of skill in the art in possession of claims 12, 23, and 
50, Gallick does not place one of skill in the art in possession of claims 4, 1 1, 15, 22, 26, 
and 5 1 . Claims 4, 1 1 , 1 5, 22, 26, and 5 1 are patentable and should be allowed. 
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CLAIM REJECTIONS - 35 U.S.C. § 103 

Claims 2, 3, 5-10, 13, 14, 16-20, 21, 24, 25, 27-30, 40, 41, 43-46, 48, 49 and 52 stand 
rejected under 35 U.S.C § 103(a) as unpatentable over Gallick (U.S. Patent No. 
6,678,359) in view of Bartholomew (U.S. Patent No. 6,167,119), McAllister (U.S. Patent 
No. 6,101,242), Timonen (U.S. Pub. No. 2002/0058494), Silverman (U.S. Patent No. 
5,875,240), Baker (U.S. Patent No. 5, 533,109), or Kabayashi (U.S. Patent No. 
6,765,995). Applicants respectfully traverse each rejection. Not one of the proposed 
combinations can establish a prima facie case of obviousness. 

To establish a prima facie case of obviousness, three basic criteria must be met. Manual 
of Patent Examining Procedure §2142. The first element of a prima facie case of 
obviousness under 35 U.S.C. § 103 is that there must be a suggestion or motivation to 
combine Gallick and Bartholomew, McAllister, Timonen, Silverman, Baker, or 
Kobayashi. In re Vaeck, 947 F.2d 488, 493, 20 USPQ2d 1438, 1442 (Fed. Cir. 1991). 
The second element of a prima facie case of obviousness under 35 U.S.C. § 103 is that 
there must be a reasonable expectation of success in the proposed combination of Gallick 
and Bartholomew, McAllister, Timonen, Silverman, Baker, or Kobayashi. In re Merck & 
Co., Inc., 800 F.2d 1091, 1097, 231 USPQ 375, 379 (Fed. Cir. 1986). The third element 
of a prima facie case of obviousness under 35 U.S.C. § 103 is that the proposed 
combination of Gallick and Bartholomew, McAllister, Timonen, Silverman, Baker, or 
Kobayashi must teach or suggest all of Applicants' claim limitations. In re Royha, 490 
F.2d 98 1 , 985, 1 80 USPQ 580, 583 (CCPA 1 974). As demonstrated below, the 
proposed combination of Gallick and Bartholomew, McAllister, Timonen, Silverman, 
Baker, or Kobayashi cannot establish a prima facie case of obviousness. The rejection of 
claims should therefore be withdrawn and the case should be allowed. 
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Claims 2, 8, 13, 19, 24 and 30 stand rejected under 35 U.S.C § 103(a) as unpatentable 
over Gallick (U.S. Patent No. 6,678,359) in view of Bartholomew (U.S. Patent No. 
6, 1 67, 1 1 9). The combination of Gallick and Bartholomew cannot establish a prima facie 
case of obviousness because the proposed combination does not teach each and every 
element of 2, 8, 13, 19, 24 and 30, there is no suggestion or motivation to make the 
proposed combination, and there is no reasonable expectation of success in the proposed 
combination. 

The Combination of Gallick and Bartholomew 
Do Not Teach All of Applicants' Claim Limitations 



The combination of Gallick and Bartholomew does not teach or suggest all of 
Applicants' claim limitations. Claims 2, 8, 13, 19, 24 and 30 depend from claims 1, 
12, and 23 respectively and include all the limitations from which they depend. As 
shown above, Gallick actually teaches away from Applicants' claims at column 6, lines 
3-14 and lines 27-59 by describing a local voice identification recognizer located on a 
personal computer or server on the network where the destination softphone resides. 
Bartholomew also teaches away from the claims by teaching an "intelligent peripheral," 
which is an intermediary network component. The IP of Bartholomew is a "a separate 
network component that ... is distinct from the telephone company switching offices, 
trunk networks and any associated interoffice signaling network." U.S. Patent No. 
5,572,583, abstract, emphasis added. Bartholomew teaches that "when there is an 
outgoing call ... the network will route the call to the IP 23 to determine if the caller 
is the subscriber or some other party." U.S. Patent No. 6,167,119, column 33, lines 
40-45, emphasis added. That is, Bartholomew specifically teaches that calls are routed 
from the telephone of the caller to an intermediary IP to determine whether the caller is 
the subscriber. Neither Bartholomew nor Gallick teach or suggest each and every 
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element of the claims of the present application. The combination of Bartholomew and 
Gallick cannot establish a prima facie case of obviousness. 



No Suggestion or Motivation to Combine 
Gallick and Bartholomew 



There is no suggestion or motivation to combine Gallick and Bartholomew, because both 
Gallick and Bartholomew teach away from the claims. Teaching away from the claims is 
a per se demonstration of lack of prima facie obviousness. In re Dow Chemical Co., 837 
F.2d 469, 5 U.S.P.Q.2d 1529 (Fed. Cir. 1988); In re Fine, 837 F.2d 1071, 5 U.S.P.Q.2d 
1596 (Fed. Cir. 1988); In re Neilson, 816 F.2d 1567, 2 U.S.P.Q.2d 1525 (Fed. Cir. 1987). 
Gallick teaches away from the claims of the instant application at column 6, lines 3-14 
and lines 27-59 by describing a local voice identification recognizer located on a personal 
computer or server on the network where the destination softphone resides. 
Bartholomew also teaches away from the claims by teaching an "intelligent peripheral," 
which is an intermediary network component. The IP of Bartholomew is a "a separate 
network component that ... is distinct from the telephone company switching offices, 
trunk networks and any associated interoffice signaling network." U.S. Patent No. 
5,572,583, abstract. Bartholomew teaches that "when there is an outgoing call ... the 
network will route the call to the IP 23 to determine if the caller is the subscriber or some 
other party." U.S. Patent No. 6,167,1 19, column 33, lines 40-45. That is, Bartholomew 
specifically teaches that calls are routed from the telephone of the caller to an 
intermediary IP to determine whether the caller is the subscriber. Because both Gallick 
and Bartholomew teach away form the claims, there is no suggestion or motivation to 
combine Bartholomew and Gallick and the proposed combination cannot establish a 
prima facie case of obviousness. 
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No Reasonable Expectation of Success in the 
Proposed Combination of Gallick and Bartholomew 

To establish a prima facie case of obviousness, there must be a reasonable expectation 
of success in the proposed combination of Gallick and Bartholomew. In re Merck & 
Co., Inc., 800 F.2d 1091, 1097, 231 USPQ 375, 379 (Fed. Cir. 1986). As discussed 
above, Gallick at column 6, lines 3-14 and lines 27-59 describes a local voice 
identification recognizer located on a personal computer or server on the network 
where the destination softphone resides. Bartholomew discloses an "intelligent 
peripheral," which is an intermediary network component. The IP of Bartholomew is a 
"a separate network component that ... is distinct from the telephone company 
switching offices, trunk networks and any associated interoffice signaling network." 
U.S. Patent No. 5,572,583, abstract. Bartholomew teaches that "when there is an 
outgoing call ... the network will route the call to the IP 23 to determine if the caller 
is the subscriber or some other party." U.S. Patent No. 6,167,119, column 33, lines 
40-45. Bartholomew specifically teaches that calls are routed from the telephone of the 
caller to an intermediary IP to determine whether the caller is the subscriber. Neither 
the destination softphone processing of Gallick or IP processing of Bartholomew will 
work to identify a particular callee by detecting, at an origin device, a voice utterance 
of a callee from a destination device and identifying, at said origin device, a callee 
identity associated with said voice utterance, such that said callee identity is 
transmittable as an authenticated identity of said callee for a call. As such, the 
combination of Gallick and Bartholomew cannot support a prima facie case of 
obviousness. 

Gallick and McAllister 

Claims 3, 14, and 25 stand rejected under 35 U.S.C § 103(a) as unpatentable over Gallick 
(U.S. Patent No. 6,678,359) in view of McAllister (U.S. Patent No. 6,101,242). The 
combination of Gallick and McAllister cannot establish a prima facie case of obviousness 
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because the proposed combination does not teach each and every element of 3, 14, and 
25, there is no suggestion or motivation to make the proposed combination, and there is 
no reasonable expectation of success in the proposed combination. 

The Combination of Gallick and McAllister 
Do Not Teach All of Applicants' Claim Limitations 

The combination of Gallick and McAllister does not teach or suggest all of Applicants' 
claim limitations. Claims 3, 14, and 25 depend from claims 1, 12, and 23 respectively 
and include all the limitations from which they depend. As shown above, Gallick 
actually teaches away from Applicants' claims at column 6, lines 3-14 and lines 27-59 
by describing a local voice identification recognizer located on a personal computer or 
server on the network where the destination softphone resides. McAllister also does 
not teach or suggest the limitations of applicants claims. McAllister also teaches away 
from the claims of the instant application by teaching an "intelligent peripheral," which 
is an intermediary network component. U.S. Patent No. 6,101,242, column 12, lines 
48-57, McAllister teaches the preferred telephone network also includes one or more 
intelligent peripherals (IPs) to provide enhance announcement and digit collection 
capabilities and speech recondition. U.S. Patent No. 6,101,242, column 12, lines 48- 
52. Neither McAllister nor Gallick teach or suggest each and every element of the 
claims of the present application. The combination of McAllister and Gallick cannot 
establish a prima facie case of obviousness. 

No Suggestion or Motivation to Combine 
Gallick and McAllister 

There is no suggestion or motivation to combine Gallick and McAllister, because 
McAllister and Gallick teaches away from the claims. Teaching away from the claims is 
a per se demonstration of lack of prima facie obviousness. In re Dow Chemical Co,, 837 
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F.2d 469, 5 U.S.P.Q.2d 1529 (Fed. Cir. 1988); In re Fine, 837 F.2d 1071, 5 U.S.P.Q.2d 
1596 (Fed. Cir. 1988); In re Neilson, 816 F.2d 1567, 2 U.S.P.Q.2d 1525 (Fed. Cir. 1987). 
Gallick teaches away from Applicants' claims at column 6, lines 3-14 and lines 27-59 by 
describing a local voice identification recognizer located on a personal computer or 
server on the network where the destination softphone resides. McAllister teaches away 
from the claims by teaching an "intelligent peripheral," which is an intermediary network 
component. McAllister teaches the preferred telephone network also includes one or 
more intelligent peripherals (IPs) to provide enhance announcement and digit collection 
capabilities and speech recondition. U.S. Patent No. 6,101,242, column 12, lines 48-52. 
Because both McAllister and Gallick teach away from the claims, there is no suggestion 
or motivation to combine McAllister and Gallick and the proposed combination cannot 
support a prima facie case of obviousness. 

No Reasonable Expectation of Success in the 
Proposed Combination of Gallick and McAllister 

To establish a prima facie case of obviousness, there must be a reasonable expectation 
of success in the proposed combination of Gallick and McAllister. In re Merck & Co., 
Inc., 800 F.2d 1091, 1097, 231 USPQ 375, 379 (Fed. Cir. 1986). As discussed above, 
Gallick at column 6, lines 3-14 and lines 27-59 describes a local voice identification 
recognizer located on a personal computer or server on the network where the 
destination softphone resides. McAllister teaches the preferred telephone network also 
includes one or more intelligent peripherals (IPs) to provide enhance announcement and 
digit collection capabilities and speech recondition. U.S. Patent No. 6,101,242, 
column 12, lines 48-52. Niether the destination softphone processing of Gallick or IP 
processing of McAllister will work to identify a particular callee by detecting, at an 
origin device, a voice utterance of a callee from a destination device and identifying, at 
said origin device, a callee identity associated with said voice utterance, such that said 
callee identity is transmittable as an authenticated identity of said callee for a call. As 
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such, the combination of Gallick and McAllister cannot support a prima facie case of 
obviousness. 

Gallick and Timonen 

Claims 5 ? 6, 16, 17, 27 and 28 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Gallick (U.S. Patent No. 6,678,359) in view of Timonen et al. (U.S. 
Patent Application Publication No. 2002/0058494). The combination of Gallick and 
Timonen cannot establish prima facie case of obviousness, because the combination does 
not teach or suggest each and every element of claims 5, 6, 16, 1 7, 27 and 28. 
Furthermore, there is no suggestion or motivation in either Gallick or Timonen to make 
the proposed combination, nor is there any reasonable expectation of success in the 
proposed combination. 

The Combination of Gallick and Timonen 
Do Not Teach AH of Applicants' Claim Limitations 

The combination of Gallick and Timonen does not teach or suggest all of Applicants' 
claim limitations. Claims 5, 6, 16, 17, 27 and 28 depend from claims 1, 12, and 23 
respectively and include all the limitations from which they depend. As shown above, 
Gallick actually teaches away from Applicants' claims at column 6, lines 3-14 and lines 
27-59 by describing a local voice identification recognizer located on a personal 
computer or server on the network where the destination softphone resides. Timonen 
also fails to disclose these limitations. Timonen instead discloses identifying a wireless 
user at a third party— not an origin device— for purposes of ensuring the charging of the 
user. Timonen, paragraph 0018. Because Gallick and Timonen do not disclose each 
and every element of Applicants' claims, the combination of Gallick and Timonen 
cannot establish a prima facie case of obviousness. 
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No Suggestion or Motivation to Combine 
Gallick and Timonen 

There is no suggestion or motivation to combine Gallick and Timonen, because Gallick 
teaches away from the claims. Teaching away from the claims is a per se demonstration 
of lack of prima facie obviousness. In re Dow Chemical Co., 837 F.2d 469, 5 U.S.P.Q.2d 
1529 (Fed. Cir. 1988); In re Fine, 837 F.2d 1071, 5 U.S.P.Q.2d 1596 (Fed. Cir. 1988); In 
reNeilson, 816 F.2d 1567, 2 U.S.P.Q.2d 1525 (Fed. Cir. 1987). Gallick teaches away 
from Applicants' claims at column 6, lines 3-14 and lines 27-59 by describing a local 
voice identification recognizer located on a personal computer or server on the network 
where the destination softphone resides. Timonen discloses identifying a wireless user at 
a third party — not an origin device — for purposes of ensuring the charging of the user. 
Timonen, paragraph 001 8. Because Gallick teaches away from the claims, there is no 
suggestion or motivation to combine Timonen and Gallick and the proposed combination 
cannot support a prima facie case of obviousness. 

No Reasonable Expectation of Success in the 
Proposed Combination of Gallick and Timonen 

To establish a prima facie case of obviousness, there must be a reasonable expectation 
of success in the proposed combination of Gallick and Timonen. In re Merck & Co., 
Inc., 800 F.2d 1091, 1097, 231 USPQ 375, 379 (Fed. Cir. 1986). As discussed above, 
Gallick at column 6, lines 3-14 and lines 27-59 describes a local voice identification 
recognizer located on a personal computer or server on the network where the 
destination softphone resides. Timonen discloses identifying a wireless user at a third 
party— not an origin device— for purposes of ensuring the charging of the user. 
Timonen, paragraph 0018. Niether the destination softphone processing of Gallick or 
third party processing of Timonen will work to identify a particular callee by detecting, 
at an origin device, a voice utterance of a callee from a destination device and 
identifying, at said origin device, a callee identity associated with said voice utterance, 
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such that said callee identity is transmittable as an authenticated identity of said callee 
for a call. As such, the combination of Gallick and Timonen cannot support a prima 
facie case of obviousness. 



Gallick and Silverman 



Claims 7, 18, and 29 stand rejected under 35 U.S.C § 103(a) as unpatentable over Gallick 
(U.S. Patent No. 6,678,359) in view of Silverman (U.S. Patent No. 5,875,240). The 
combination of Gallick and Silverman cannot establish a prima facie case of obviousness 
because the proposed combination does not teach each and every element of 7, 18, and 
29, there is no suggestion or motivation to make the proposed combination, and there is 
no reasonable expectation of success in the proposed combination. 



The Combination of Gallick and Silverman 
Do Not Teach All of Applicants' Claim Limitations 



The combination of Gallick and Silverman does not teach or suggest all of Applicants' 
claim limitations. Claims 7, 18, and 29 depend from claims 1, 12, and 23 respectively 
and include all the limitations from which they depend. As shown above, Gallick 
actually teaches away from Applicant's claims at column 6, lines 3-14 and lines 27-59 
by describing a local voice identification recognizer located on a personal computer or 
server on the network where the destination softphone resides. Silverman also does not 
teach or suggest these limitations. Silverman teaches displaying the called party 
identification information at the end-user device to which the call is routed before the 
call is answered. U.S. Patent No. 5, 875,240; column 2, lines 51-55. Applicants 
respectfully note that the end-user device to which the call is routed before the call is 
answered cannot be an origin device, because it is the device to which the call is routed. 
Neither Silverman nor Gallick teach or suggest each and every element of the claims of 
the present application. The combination of Gallick and Silverman cannot establish a 
prima facie case of obviousness. 
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No Suggestion or Motivation to Combine 
Gallick and Silverman 

There is no suggestion or motivation to combine Gallick and Silverman, because 
Silverman and Gallick teaches away from the claims. Teaching away from the claims is 
a per se demonstration of lack of prima facie obviousness. In re Dow Chemical Co., 837 
F.2d 469, 5 U.S.P.Q.2d 1529 (Fed. Cir. 1988); In re Fine, 837 F.2d 1071, 5 U.S.P.Q.2d 
1596 (Fed. Cir. 1988); In re Neilson, 816 F.2d 1567, 2 U.S.P.Q.2d 1525 (Fed. Cir. 1987). 
Gallick teaches away from Applicants' claims at column 6, lines 3-14 and lines 27-59 by 
describing a local voice identification recognizer located on a personal computer or 
server on the network where the destination softphone resides. Silverman teaches away 
from Applicants' claims at column 2, lines 51-55 by disclosing displaying the called 
party identification information at the end-user device to which the call is routed before 
the call is answered. The end-user device to which the call is routed before the call is 
answered cannot be an origin device because it is the device to which the call is routed. 
Because both Silverman and Gallick teach away from the claims, there is no suggestion 
or motivation to combine Silverman and Gallick and the proposed combination cannot 
establish a prima facie case of obviousness. 

No Reasonable Expectation of Success in the 
Proposed Combination of Gallick and Silverman 

To establish a prima facie case of obviousness, there must be a reasonable expectation 
of success in the proposed combination of Gallick and Silverman. In re Merck & Co., 
Inc., 800 F.2d 1091, 1097, 231 USPQ 375, 379 (Fed. Cir. 1986). As discussed above, 
Gallick at column 6, lines 3-14 and lines 27-59 describes a local voice identification 
recognizer located on a personal computer or server on the network where the 
destination softphone resides. Silverman teaches displaying the called party 
identification information at the end-user device to which the call is routed before the 
call is answered. U.S. Patent No. 5, 875,240; column 2, lines 51-55. Applicants 
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respectfully note that the end-user device to which the call is routed before the call is 
answered cannot be an origin device, because it is the device to which the call is routed . 
Neither the destination softphone processing of Gallick or the end-user device 
processing of Silverman will work to identify a particular callee by detecting, at an 
origin device, a voice utterance of a callee from a destination device and identifying, at 
said origin device, a callee identity associated with said voice utterance, such that said 
callee identity is transmittable as an authenticated identity of said callee for a call. As 
such, the combination of Gallick and Silverman cannot support a prima facie case of 
obviousness. 

Gallick and Baker 

Claims 9 and 20 stand rejected under 35 U.S.C § 103(a) as unpatentable over Gallick 
(U.S. Patent No. 6,678,359) in view of Baker (U.S. Patent No. 5,533,109). The 
combination of Gallick and Silverman cannot establish a prima facie case of obviousness 
because the proposed combination does not teach each and every element of claims 9 and 
20, there is no suggestion or motivation to make the proposed combination, and there is 
no reasonable expectation of success in the proposed combination. 

The Combination of Gallick and Baker 
Do Not Teach All of Applicants' Claim Limitations 

The combination of Gallick and Baker does not teach or suggest all of Applicants' claim 
limitations. Claims 9 and 20 depend from claims 1, and 12 respectively and include all 
the limitations from which they depend. As shown above, Gallick actually teaches away 
from Applicants' claims at column 6, lines 3-14 and lines 27-59 by describing a local 
voice identification recognizer located on a personal computer or server on the network 
where the destination softphone resides. Baker also does not teach or suggest these 
limitations. Baker discloses a "private branch exchange system having various call 
servicing features for calls terminating at branch exchange telephonic units of the 
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system." Baker, column 1, lines 6-12. Baker does not teach or disclose "detecting, at an 
origin device, a voice utterance . . . and identifying, at said origin device, a callee identity 
associated with said utterance." Neither Baker nor Gallick teach or suggest each and 
every element of the claims of the present application. The combination of Gallick and 
Baker cannot establish a prima facie case of obviousness. 



No Suggestion or Motivation to Combine 
Gallick and Baker 

There is no suggestion or motivation to combine Gallick and Baker, because Gallick 
teaches away from the claims. Teaching away from the claims is a per se demonstration 
of lack of prima facie obviousness. In re Dow Chemical Co., 837 F.2d 469, 5 U.S.P.Q.2d 
1529 (Fed. Cir. 1988); In re Fine, 837 F.2d 1071, 5 U.S.P.Q.2d 1596 (Fed. Cir. 1988); In 
re Neilson, 816 F.2d 1567, 2 U.S.P.Q.2d 1525 (Fed. Cir. 1987). Gallick teaches away 
from Applicants' claims at column 6, lines 3-14 and lines 27-59 by describing a local 
voice identification recognizer located on a personal computer or server on the network 
where the destination softphone resides. Baker discloses a "private branch exchange 
system having various call servicing features for calls terminating at branch exchange 
telephonic units of the system." Baker, column 1, lines 6-12. Baker does not teach or 
disclose "detecting, at an origin device, a voice utterance . . . and identifying, at said 
origin device, a callee identity associated with said utterance." Because Gallick teaches 
away from the claims, there is no suggestion or motivation to combine Baker and Gallick 
and the proposed combination cannot support a prima facie case of obviousness. 

No Reasonable Expectation of Success in the 
Proposed Combination of Gallick and Baker 



To establish a prima facie case of obviousness, there must be a reasonable expectation 
of success in the proposed combination of Gallick and Baker. In re Merck & Co., Inc., 
800 F.2d 1091, 1097, 231 USPQ 375, 379 (Fed. Cir. 1986). As discussed above, 
Gallick at column 6, lines 3-14 and lines 27-59 describes a local voice identification 
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recognizer located on a personal computer or server on the network where the 
destination softphone resides. Baker discloses a "private branch exchange system 
having various call servicing features for calls terminating at branch exchange 
telephonic units of the system." Baker, column 1, lines 6-12. Baker does not teach or 
disclose "detecting, at an origin device, a voice utterance . . . and identifying, at said 
origin device, a callee identity associated with said utterance." Neither the destination 
softphone processing of Gallick or the branch exchange of Baker will work to identify a 
particular callee by detecting, at an origin device, a voice utterance of a callee from a 
destination device and identifying, at said origin device, a callee identity associated with 
said voice utterance, such that said callee identity is transmittable as an authenticated 
identity of said callee for a call. As such, the combination of Gallick and Baker cannot 
support a prima facie case of obviousness. 

Gallick and Kobavashi 

Claims 10, 21, 40, 41, 43-46, 48, 49 and 52 stand rejected for obviousness under 35 
U.S.C § 103(a) as unpatentable over Gallick (U.S. Patent No. 6,678,359) in view of 
Kobayashi (U.S. Patent No. 6,765,995). The combination of Gallick and Kobayashi 
cannot establish a prima facie case of obviousness because the proposed combination 
does not teach each and every element of claims 10, 21, 40, 41, 43-46, 48, 49 and 52, 
there is no suggestion or motivation to make the proposed combination, and there is no 
reasonable expectation of the success in the proposed combination. 

The Combination of Gallick and Kobavashi 
Do Not Teach All of Applicants' Claim Limitations 

The combination of Gallick and Kobayashi does not teach or suggest all of Applicants' 
claim limitations. Claims 10, 21, 40, 41, 43-46, 48, 49 and 52depend from claims 1,12, 
23, 45 and 50 respectively and include all the limitations from which they depend. As 
shown above, Gallick actually teaches away from Applicants' claims at column 6, lines 
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3-14 and lines 27-59 by describing a local voice identification recognizer located on a 
personal computer or server on the network where the destination softphone resides. 
Kobayashi also does not teach or suggest these limitations. In fact, Kobayashi teaches 
away by teaching a telephone set on the termination side has a voice recognition function. 
U.S. Patent No. 6,765,995, abstract, column 8, lines 9-40. Neither Kobayashi nor Gallick 
teach or suggest each and every element of the claims of the present application. The 
combination of Kobayashi and Gallick cannot establish a prima facie case of 
obviousness. 

No Suggestion or Motivation to Combine 
Gallick and Kobayashi 

There is no suggestion or motivation to combine Gallick and Kobayashi, because Gallick 
teaches away from the claims. Teaching away from the claims is a per se demonstration 
of lack of prima facie obviousness. In re Dow Chemical Co., 837 F.2d 469, 5 U.S.P.Q.2d 
1529 (Fed. Cir. 1988); In re Fine, 837 F.2d 1071, 5 U.S.P.Q.2d 1596 (Fed. Cir. 1988); In 
re Neilson, 816 F.2d 1567, 2 U.S.P.Q.2d 1525 (Fed. Cir. 1987). Gallick teaches away 
from Applicants' claims at column 6, lines 3-14 and lines 27-59 by describing a local 
voice identification recognizer located on a personal computer or server on the network 
where the destination softphone resides. Kobayashi also teaches away from Applicants' 
claims by teaching a telephone set on the termination side has a voice recognition 
function. U.S. Patent No. 6,765,995, abstract, column 8, lines 9-40. Because both 
Gallick teaches away from the claims, there is no suggestion or motivation to combine 
Kobayashi and Gallick and the proposed combination cannot support a prima facie case 
of obviousness. 

No Reasonable Expectation of Success in the 
Proposed Combination of Gallick and Kobayashi 



To establish a prima facie case of obviousness, there must be a reasonable expectation 
of success in the proposed combination of Gallick and Kobayashi. In re Merck & Co., 
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Inc., 800 F.2d 1091, 1097, 231 USPQ 375, 379 (Fed. Cir. 1986). As discussed above, 
Gallick at column 6, lines 3-14 and lines 27-59 describes a local voice identification 
recognizer located on a personal computer or server on the network where the 
destination softphone resides. Kobayashi also does not teach or suggest these 
limitations. In fact, Kobayashi teaches away by teaching a telephone set on the 
termination side has a voice recognition function. U.S. Patent No. 6,765,995, abstract, 
column 8, lines 9-40. Neither the destination softphone processing of Gallick or the 
termination phone voice recognition of Kobayashi will work to identify a particular 
callee by detecting, at an origin device, a voice utterance of a callee from a destination 
device and identifying, at said origin device, a callee identity associated with said voice 
utterance, such that said callee identity is transmittable as an authenticated identity of 
said callee for a call. As such, the combination of Gallick and Kobayashi cannot 
support a prima facie case of obviousness. 

The Four Factual Inquires Required For An Obviousness Rejection Have Not Been 
Properly Considered, Determined, And Applied 

Establishing a prima facie case of obviousness for claims 2, 3, 5-10, 13, 14, 16-20, 21, 
24, 25, 27-30, 40, 41, 43-46, 48, 49 and 52, which has not been accomplished, is not the 
end of obviousness analysis, it is the beginning. The rejection of claims 2, 3, 5-10, 13, 
14, 16-20, 21, 24, 25, 27-30, 40, 41, 43-46, 48, 49 and 52 under 35 U.S.C. § 103 is 
deficient because the proper factual inquiries have not been considered, determined, and 
applied as required by the Supreme Court in Graham v. John Deere. The rejection 
should therefore be withdrawn and the case allowed. 
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The Manual of Patent Examining Procedure §2141 explicitly states: 

Patent examiners carry the responsibility of making sure that the standard 
of patentability enunciated by the Supreme Court and by the Congress is 
applied in each and every case. The Supreme Court in Graham v. John 
Deere, 383 U.S. 1, 148 USPQ 459 (1966), stated: 

Under Section 103, the scope and content of the prior art 
are to be determined; differences between the prior art and 
the claims at issue are to be ascertained; and the level of 
ordinary skill in the pertinent art resolved. Against this 
background, the obviousness or nonobviousness of the 
subject matter is determined. Such secondary 
considerations as commercial success, long felt but 
unsolved needs, failure of others, etc., might be utilized to 
give light to the circumstances surrounding the origin of the 
subject matter sought to be patented. As indicia of 
obviousness or nonobviousness, these inquires may have 
relevancy. . . 

This is not to say, however, that there will not be 
difficulties in applying the nonobviousness test. What is 
obvious is not a question upon which there is likely to be 
uniformity of thought in every given factual context. The 
difficulties, however, are comparable to those encountered 
daily by the courts in such frames of reference as 
negligence and scienter, and should be amenable to a case- 
by-case development. We believe that strict observance of 
the requirements laid down here will result in that 
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uniformity and definitiveness which Congress called for in 
the 1952 Act. 

Office policy has consistently been to follow Graham v. John Deere Co. in 
the consideration and determination of obviousness under 35 U.S.C. 103. 
As quoted above, the four factual inquires enunciated therein as a 
background for determining obviousness are briefly as follows: 

(A) Determining of the scope and contents of the prior art; 

(B) Ascertaining the differences between the prior art and the claims in 
issue; 

(C) Resolving the level of ordinary skill in the pertinent art; and 

(D) Evaluating evidence of secondary considerations. 

In over three years of prosecution, the Examiner has yet to even mention the four factual 
inquiries required by the Supreme Court in Graham v. John Deere, and all four factual 
inquires have not been properly considered, determined, and applied in any of the office 
actions in this case. 

The first factual inquiry that has not been properly considered and determined is 
ascertaining the differences between the prior art and the claims in issue. More 
particularly, in each office action, the Examiner has only identified elements in 
Applicants' claims not found in Gallick or Bartholomew and then attempted to find a 
similar element in Bartholomew, McAllister, Baker, Gallick, Silverman, or Kobayashi to 
support an obviousness rejection. Such analysis is improper and incomplete. 
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"Ascertaining the differences between the prior art and the claims at issue requires 
interpreting the claim language, and considering both the invention and the prior art 
references as a whole." MPEP §2141 .02. Furthermore, "[i]n determining the differences 
between the prior art and the claims, the question under 35 U.S.C. 103 is not whether the 
differences themselves would have been obvious, but whether the claimed invention as a 
whole would have been obvious." Id., citing Stratqflex, Inc. v. Aeroquip Corp., 713 F.2d 
1530 (Fed. Cir. 1983). The office actions of November 2, 2004, May 7, 2004, October 
22, 2003, and April 8, 2003, are deficient because the Examiner has only identified 
differences between certain elements of Applicants' claims and combinations of 
references. This analysis in improper and incomplete because Examiner has not 
determined whether Applicants claims as a whole would have been obvious in view of 
the modification of Gallick or Bartholomew according to Bartholomew, McAllister, 
Baker, Gallick, Silverman, or Kobayashi and why the claims as a whole would have been 
obvious. As such, the obviousness rejections should be withdrawn and the case should be 
allowed. 

The second factual inquiry that has not been properly considered, determined, and 
applied is resolving the level of ordinary skill in the pertinent art. "The importance of 
resolving the level of ordinary skill in the art lies in the necessity of maintaining 
objectivity in the obviousness inquiry." MPEP §2141.03 citing Ryko Mfg. Co. v. Nu-Star, 
Inc., 950 F.2d 714, 718, 21 USPQ2d 1053, 1057 (Fed. Cir. 1991). "The examiner must 
ascertain what would have been obvious to one of ordinary skill in the art at the time the 
invention was made, and not to the inventor, a judge, a layman, those skilled in remote 
arts, or to geniuses in the art at hand." Id. citing Environmental Designs, Ltd. v. Union Oil 
Co., 713 F.2d 693, 218 USPQ 865 (Fed. Cir. 1983), cert, denied, 464 U.S. 1043 (1984). 
"Factors that may be considered in determining level of ordinary skill in the art include 
(1) the educational level of the inventor; (2) type of problems encountered in the art; (3) 
prior art solutions to those problems; (4) rapidity with which innovations are made; (5) 
sophistication of the technology; and (6) educational level of active workers in the field." 
Id. citing Environmental Designs, Ltd. v. Union Oil Co., 713 F.2d 693, 696, 218 USPQ 
865, 868 (Fed. Cir. 1983), cert, denied, 464 U.S. 1043 (1984). The office actions of 
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November 2, 2004, May 7, 2004, October 22, 2003, and April 8, 2003, fail to apply a 
single factor used to determine the level of ordinary skill in the art. In fact, in over three 
years of prosecution and in four office actions, no analysis at all considering the level of 
one of ordinary skill in the art for the instant case has been performed. The rejection of 
claims 2, 3, 5-10, 13, 14, 16-20, 21, 24, 25, 27-30, 40, 41, 43-46, 48, 49 and 52 is 
therefore deficient and the case should be allowed. 

Conclusion 

Gallick does not anticipate claims 1, 4, 11, 12, 15, 22, 26, 50, and 51 within the meaning 
of 35 USC 102. Gallick alone or in combination with Bartholomew, McAllister, 
Timonen, Silverman, Baker, or Kobayashi does not establish a prima facie case of 
obviousness according to 35 USC 103. Gallick alone or in combination with 
Bartholomew, McAllister, Timonen, Silverman, Baker, or Kobayashi does not teach each 
and every element of claims 1-30 and 40-52. The proposed combinations of Gallick, 
Bartholomew, McAllister, Timonen, Silverman, Baker, or Kobayashi also fail to establish 
a prima face case of obviousness because the proposed combinations present no 
suggestion or motivation to make the proposed combinations, and there is no reasonable 
expectation of success in the proposed combinations. Applicants therefore respectfully 
request the allowance of claims 1-30 and 40-52. 

In view of the forgoing arguments, reversal on all grounds of rejection is requested. 
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The Commissioner is hereby authorized to charge or credit Deposit Account No. 09-0447 
for any fees required or overpaid. 



Date: April 1.2005 By: 



Respectfully submitted, 




Artoush Ohanian 
Reg. No. 46,022 
Biggers & Ohanian, LLP 
504 Lavaca Street, Suite 970 
Austin, Texas 78701 
Tel. (512) 472-9881 
Fax (512) 472-9887 
ATTORNEY FOR APPELLANTS 
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APPENDIX OF CLAIMS 
ON APPEAL IN PATENT APPLICATION OF 
MICHAEL WAYNE BROWN, ETAL., SERIAL NO. 10/015,267 



CLAIMS 

What is claimed is: 

1 . A method for identifying a particular callee, said method comprising: 
detecting, at an origin device, a voice utterance of a callee from a destination 

device; 

identifying, at said origin device, a callee identity associated with said voice 
utterance, such that said callee identity is transmittable as an authenticated identity of said 
callee for a call. 

2. The method for identifying a particular callee according to claim 1, further 
comprising: 

prompting said callee, from said origin device, to provide said voice utterance. 

3. The method for identifying a particular callee according to claim 1, further 
comprising: 

prompting said callee to enter an additional input to verify said callee identity. 
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4. The method for identifying a particular callee according to claim 1 , wherein 
identifying a callee identity further comprises: 

extracting speech characteristics from said voice utterance; and 

comparing said speech characteristics with a plurality of voice samples stored for 
identifying a plurality of callees. 

5. The method for identifying a particular callee according to claim 1 , further 
comprising: 

transmitting said voice utterance to a third party device via a network; and 
receiving said callee identity from said third party device. 

6. The method for identifying a particular callee according to claim 1, further 
comprising: 

requesting a voice sample for said particular callee from a third party device 
accessible via a network; and 

receiving said voice sample for said particular callee for enabling authenticating 
of said callee identity. 

7. The method for identifying a particular callee according to claim 1 , further 
comprising: 

displaying said callee identity to said caller at said origin device, wherein said 
caller is enabled to select whether to continue said call according to said callee identity. 
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8. The method for identifying a particular callee according to claim 1 , further 
comprising: 

enabling said caller to identify a preferred callee at said origin device; and 

transferring an identifier for said preferred callee to said destination device, 
wherein said destination device is enabled to adjust output according to said identifier for 
said preferred callee. 

9. The method for identifying a particular callee according to claim 1, wherein said 
origin device is a private exchange network. 

10. The method for identifying a particular callee according to claim 1, wherein said 
origin device is a telephony device. 

1 1 . The method for identifying a particular callee according to claim 1 , wherein said 
callee identity comprises at least one from among a callee name, a callee location, a 
subject of said call, and a device identification. 

12. A system for identifying a particular callee, said system comprising: 
an origin device connected to a telephone network; 

means for detecting, at said origin device, a voice utterance of a callee from a 
destination device; 

means for identifying, at said origin device, a callee identity associated with said 
voice utterance, wherein said callee identity is transmittable as an authenticated identity 
of said callee for a call. 
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13. The system for identifying a particular callee according to claim 12, further 
comprising: 

means for prompting said callee, from said origin device, to provide said voice 
utterance. 

14. The system for identifying a particular callee according to claim 12, further 
comprising: 

means for prompting said callee to enter an additional input to verify said callee 
identity. 

15. The system for identifying a particular callee according to claim 12, wherein said 
means for identifying a callee identity further comprises: 

means for extracting speech characteristics from said voice utterance; and 

means for comparing said speech characteristics with a plurality of voice samples 
stored for identifying a plurality of callees. 

16. The system for identifying a particular callee according to claim 12, further 
comprising: 

means for transmitting said voice utterance to a third party device via a network; 

and 

means for receiving said callee identity from said third party device. 

17. The system for identifying a particular callee according to claim 12, further 
comprising: 
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means for requesting a voice sample for said particular callee from a third party 
device accessible via a network; and 

means for receiving said voice sample for said particular callee for enabling 
authenticating of said callee identity. 

18. The system for identifying a particular callee according to claim 12, further 
comprising: 

means for displaying said callee identity to said caller at said origin device, 
wherein said caller is enabled to select whether to continue said call according to said 
callee identity. 

19. The system for identifying a particular callee according to claim 12, further 
comprising: 

means for enabling said caller to identify a preferred callee at said origin device; 

and 

means for transferring an identifier for said preferred callee to said destination 
device, wherein said destination device is enabled to adjust output according to said 
identifier for said preferred callee. 

20. The system for identifying a particular callee according to claim 12, wherein said 
origin device is a private exchange network. 

21. The system for identifying a particular callee according to claim 12, wherein said 
origin device is a telephony device. 
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22. The system for identifying a particular callee according to claim 12, wherein said 
callee identity comprises at least one from among a callee name, a callee location, a 
subject of said call, and a device identification. 

23. A computer program product for identifying a particular callee, said computer 
program product comprising: 

a recording medium; 

means, recorded on said recording medium, for detecting a voice utterance of a 
callee from a destination device at an origin device; 

means, recorded on said recording medium, for identifying a callee identity 
associated with said voice utterance, wherein said callee identity is transmittable as an 
authenticated identity of said callee for a call. 

24. The computer program product for identifying a particular callee according to 
claim 23, further comprising: 

means, recorded on said recording medium, for prompting said callee, from said 
origin device, to provide said voice utterance. 

25. The computer program product for identifying a particular callee according to 
claim 23, further comprising: 

means, recorded on said recording medium, for prompting said callee to enter an 
additional input to verify said callee identity. 

26. The computer program product for identifying a particular callee according to 
claim 23, wherein said means for identifying a callee identity further comprises: 
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means, recorded on said recording medium, for extracting speech characteristics 
from said voice utterance; and 

means, recorded on said recording medium, for comparing said speech 
characteristics with a plurality of voice samples stored for identifying a plurality of 
callees. 

27. The computer program product for identifying a particular callee according to 
claim 23, further comprising: 

means, recorded on said recording medium, for controlling transmission of said 
voice utterance to a third party device via a network; and 

means, recorded on said recording medium, for enabling receipt of said callee 
identity from said third party device. 

28. The computer program product for identifying a particular callee according to 
claim 23, further comprising: 

means, recorded on said recording medium, for requesting a voice sample for said 
particular callee from a third party device accessible via a network; and 

means, recorded on said recording medium, for enabling receipt of said voice 
sample for said particular callee for enabling authenticating of said callee identity. 

29. The computer program product for identifying a particular callee according to 
claim 23, further comprising: 

means, recorded on said recording medium, for controlling output of said callee 
identity to said caller at said origin device, wherein said caller is enabled to select 
whether to continue said call according to said callee identity. 
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30. The computer program product for identifying a particular callee according to 
claim 23, further comprising: 

means, recorded on said recording medium, for enabling said caller to identify a 
preferred callee at said origin device; and 

means, recorded on said recording medium, for transferring an identifier for said 
preferred callee to said destination device, wherein said destination device is enabled to 
adjust output according to said identifier for said preferred callee. 

40. A method for identifying a callee, comprising: 

detecting a voice utterance of a callee at a origin device originating a call; 

authenticating an identity of said callee from said voice utterance at said origin 
device; and 

enabling output of said authenticated identity from said origin device, such that a 
caller accessing said origin device is informed of an identity of said callee. 

41. The method for identifying a callee according to claim 40, further comprising: 

comparing said voice utterance with at least one voice imprint stored at said 
origin device; and 

responsive to matching said voice utterance with said at least one voice imprint, 
authenticating said identity of said callee according to a callee identification stored in 
association with said voice imprint. 



42. The method for identifying a callee according to claim 40, further comprising: 
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accessing at least one voice imprint from a third party server; and 

responsive to matching said voice utterance with said at least one voice imprint, 
authenticating said identity of said callee according to a callee identification stored in 
association with said voice imprint. 

43. The method for identifying a callee according to claim 40, wherein said output 
comprises displayable output to a graphical user interface. 

44. The method for identifying a caller according to claim 40, wherein said output 
comprises audio output via a speaker. 

45. A system for identifying a callee, comprising: 
an origin device for originating a call; 

means for detecting a voice utterance of a callee at said origin device; 

means for authenticating an identity of said callee from said voice utterance at 
said origin device; and 

means for enabling output of said authenticated identity from said origin device, 
such that a caller accessing said origin device is informed of an identity of said callee. 

46. The system for identifying a callee according to claim 45, further comprising: 

means for comparing said voice utterance with at least one voice imprint stored at 
said origin device; and 
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means responsive to matching said voice utterance with said at least one voice 
imprint, for authenticating said identity of said callee according to a callee identification 
stored in association with said voice imprint. 

47. The system for identifying a callee according to claim 45, further comprising: 

means for accessing at least one voice imprint from a third party server; and 

means responsive to matching said voice utterance with said at least one voice 
imprint, for authenticating said identity of said callee according to a callee identification 
stored in association with said voice imprint. 

48. The system for identifying a callee according to claim 45, wherein said output 
comprises displayable output to a graphical user interface. 

49. The system for identifying a caller according to claim 45, wherein said output 
comprises audio output via a speaker. 

50. A computer program product for identifying a callee, comprising: 
a recording medium; 

means, recorded on said recording medium, for detecting a voice utterance of a 
callee at an origin device; 

means, recorded on said recording medium, for authenticating an identity of said 
callee from said voice utterance at said origin device; and 

means, recorded on said recording medium, for enabling output of said 
authenticated identity from said origin device, such that a caller accessing said origin 
device is informed of an identity of said callee. 
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5 1 . The computer program product for identifying a callee according to claim 50, 
further comprising: 

means, recorded on said recording medium, for comparing said voice utterance 
with at least one voice imprint stored at said origin device; and 

means, recorded on said recording medium, for authenticating said identity of said 
callee according to a callee identification stored in association with a voice imprint 
responsive to matching said voice utterance with said voice imprint. 

52. A method for identifying a particular callee, said method comprising: 

detecting, at a call initiating telephony apparatus, a voice utterance of a callee 
from a destination device; and 

identifying, at the call initiating telephony apparatus, a callee identity associated 
with said voice utterance, such that said callee identity is transmittable as an 
authenticated identity of said callee for a call. 
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